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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election with traverse of group 1 (Claim 50-73, 99-100, 104, and 107) 
in the reply filed on 12/09/2004 is acknowledged. The traversal is on the ground(s) that 
"there is no serious burden on the examine"... "For example, comparing Claim 100 (from 
Group I), Claim 111 (from Group II), and Claim 97 (from Group VI), it is respectfully 
submitted that it should be readily apparent that a search for one of these claims is 
highly relevant to the other two claims". This is not found persuasive because each of 
the claims 100, 111 and 97 are comprised of the limitations in their respective base 
claims and composite claim 100,61 ,50; claim 1 1 1 ,75,74 and claim 97 all recite elements 
not contained in the other composite claims. For example; nowhere do claims 
1 1 1 ,75,74 and claim 97 recite the following language found in claim 50: "selecting a 
data pattern from a set of at least one pre-programmed data pattern, wherein each 
pre-programmed data pattern of the set of at least one pre-programmed data 
pattern includes a plurality of portions : creating the selected data pattern, wherein 
creating the selected data pattern includes: for each of the plurality of portions of the 
selected data pattern that is pre-programmed for algorithmic pattern generation. 
performing a pre-programmed algorithm to create the portion : and for each of the 
plurality of portions of the data patterns that is stored based on the pre- 
programming of the selected data pattern, retrieving the portion " [Emphasis 
added]. Nowhere does claims 100,61 ,50 recite the following language found in claims 
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74 and 75: " generating a computer-readable algorithm that is configured to provide 
at least one portion of a plurality of portions of a data pattern through algorithmic pattern 
generation; and storing at least one other portion of the plurality of portions in a look-up 
table ". . generating at least one other computer-readable algorithm that is 
configured to provide at least one other portion of a plurality of portions of another data 
pattern through algorithmic pattern generation such that the computer-readable 
algorithm and the other computer-readable algorithm comprise a plurality of 
computer-readable algorithms that are stored in a computer-readable medium , 
and such that the computer-readable medium is configured to regenerate a plurality 
of data patterns including the data pattern and the other data pattern " [Emphasis 
added]. Nowhere do claims 100,61 ,50 recite the following language found in claim 97: 
" configuring a state machine with, for each of a plurality of component video data 
patterns, a seouencing for regenerating each of the component video data patterns ". . 
selecting one of the plurality of component video patterns " [Emphasis added]. 
Hence claim 1 1 1 cannot be considered a linking claim linking a means for generating a 
computer-readable algorithm used for generating test patterns (claims 1 1 1 ,75,74) to a 
method for generating test patterns (claims 100,61 ,50) since all of the limitations in 
claims 74, 75 and 111 are not in claims 50, 61 and 100 and vice versa. Likewise, claim 
97 cannot be considered a linking claim linking a means for configuring a state machine 
used for generating test patterns (claim 97) to a method for generating test patterns 
(claims 100,61,50) since all of the limitations in claims 74, 75 and 111 are not in claims 
50, 61 and 100 and vice versa. 
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In addition, independent claims 50, 74 and 97 determine the broadest search that the 
Examiner must perform; hence the claims are properly classified according to the 
limitations in each of the claims. Claim 50 is directed pattern generation using a 
particular algorithm. Claim 74 is directed generating a computer-readable algorithm 
used for generating test patterns using a look-up table. Claim 97 is directed to a state 
machine used for pattern generation. An initial word search for claim 50 in East 
((pattern adj (generation generating)) and (algorithm algorithmic deterministic)) 
produces 2063 patents. An initial word search for claim 74 in East ((pattern adj 
(generation generating)) and (look-up lookup)) produces 723 patents, 295 of which are 
not in the original search for claim 50, and an initial word search for claim 97 in East 
((pattern adj (generation generating)) and (state adj machine)) produces 423 patents, 
1 56 patents of which are not in the originals search for claim 50. That is, to properly 
examine groups II and VI would require researching an addition 423 patents for Group II 
and an additional 156 patents for group VI. The Examiner asserts that searching 
Groups II and VI along with Group I would be an additional burden to the Examiner. 
The requirement is still deemed proper and is therefore made FINAL. 

Claims 74-98, 101-103, 105, 106 and 108-1 18 are withdrawn from further consideration 
pursuant to 37 CFR 1.142(b), as being drawn to a nonelected inventions, there being no 
allowable generic or linking claim. Applicant timely traversed the restriction (election) 
requirement in the reply filed on 12/09/2004. 
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Specification 

2. The disclosure is objected to because of the following informalities: Pre- 
programmed data patterns introduced in newly amended claims 50-73,99,100,104 and 
107 is critical or essential to the practice of the invention, but not included in the 
claim(s) is not enabled by the disclosure. . 

Appropriate correction is required. 

Claim Objections 

3. Claim 99 is objected to under 37 CFR 1 .75(c) as being in improper form because 
a multiple dependent claim must be written in the alternative form. See MPEP 

§ 608.01 (n). Accordingly, the claim 99 has not been further treated on the merits. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claims 50-73, 99, 100, 104 and 107 are rejected under 35 U.S.C. 112, first 
paragraph, as based on a disclosure which is not enabling. Pre-programmed data 
patterns is critical or essential to the practice of the invention, but not included in the 
claim(s) is not enabled by the disclosure. See In re Mayhew, 527 F.2d 1229, 188 
USPQ 356 (CCPA 1976). The term "pre-programmed data patterns" is new matter. 
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The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 50-73, 99, 100, 104 and 107 are rejected under 35 U.S.C. 112, second 

paragraph, as being indefinite for failing to particularly point out and distinctly claim the 

subject matter which applicant regards as the invention. 

Lines 6-8 of claim 1 recites, "for each of the plurality of portions of the selected data 
pattern that is pre-programmed for algorithmic pattern generation, performing a pre- 
programmed algorithm to create the portion" and is contradicted by lines 2-4 recite, 
"selecting a data pattern from a set of at least one pre-programmed data pattern, 
wherein each pre-programmed data pattern of the set of at least one pre-programmed 
data pattern includes a plurality of portions". Note: lines 2-4 of claim 1 state that "each 
of the plurality of portions" are included in the "pre-programmed data pattern" from 
which the "selected data pattern" is selected. If they are included, they exist and do not 
require a step to create them. 

Claim 1 recites the limitation "creating the selected data pattern" in line 5. Lines 2-4 
state that the "selected data pattern" is selected from a set of at least one pre- 
programmed data pattern, hence the "selected data pattern" is one of the "pre- 
programmed data pattern". Lines 2-4 in claim 1 state that the "selected data pattern" 
already exists. The statement "creating the selected data pattern" in line 5 is 
contradictory. 

Claim 57 recites, "wherein the algorithmic pattern generation is accomplished, in part , 
by a state machine". The term "in part" is indefinite. 
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Claim 60 recites, "wherein the algorithmic pattern generation is accomplished, in part , 
by a state machine". The term "in part" is indefinite. 

Claim 100 recites the limitation "the set of at least one data pattern" in lines 2-3. There 
is insufficient antecedent basis for this limitation in the claim. 

Claim 100 recites, "wherein creating the selected test pattern includes regenerating the 
selected test pattern". The regenerated "selected test pattern" and the created 
"selected test pattern" are both referred to as "the selected test pattern". If regenerating 
is different from creating the regenerated "selected test pattern" should not be the same 
as the created "selected test pattern". 

Claim 104 recites the limitation "the set of at least one data pattern" in line 3. There is 
insufficient antecedent basis for this limitation in the claim. 

Claims 50-73, 99, 100, 104 and 107 are rejected under 35 U.S.C. 112, second 
paragraph, as being incomplete for omitting essential structural cooperative 
relationships of elements, such omission amounting to a gap between the necessary 
structural connections. See MPEP § 2172.01. 

Lines 6-8 of claim 1 recites, "for each of the plurality of portions of the selected data 
pattern that is pre-programmed for algorithmic pattern generation, performing a pre- 
programmed algorithm to create the portion" and is contradicted by lines 2-4 recite, 
"selecting a data pattern from a set of at least one pre-programmed data pattern, 
wherein each pre-programmed data pattern of the set of at least one pre-programmed 
data pattern includes a plurality of portions". The omitted structural cooperative 
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relationships are: the relationships between "for each of the plurality of portions of the 
selected data pattern that is pre-programmed for algorithmic pattern generation, 
performing a pre-programmed algorithm to create the portion ". "selecting a data 
pattern from a set of at least one pre-programmed data pattern, wherein each pre- 
programmed data pattern of the set of at least one pre-programmed data pattern 
includes a plurality of portions " and "for each of the plurality of portions of the data 
patterns that is stored based on the pre-programming of the selected data pattern, 
retrieving the portion ". 

In addition, the omitted structural cooperative relationships are: the relationships 
between the "plurality of portions" included in the "at least one pre-programmed data 
pattern", the created portion and the stored "plurality of portions". 

Claim 57 recites, "wherein the algorithmic pattern generation is accomplished, in part, 
by a state machine". The omitted structural cooperative relationships are: the 
relationships between "the algorithmic pattern generation" and "a state machine". 

Claim 57 recites, "wherein the algorithmic pattern generation is further accomplished by 
a plurality of tables". The omitted structural cooperative relationships are: the 
relationships between "the algorithmic pattern generation" and "a plurality of tables". 

Claim 61 recites, "pre-programming at least one data pattern to provide the set of at 
least one pre-programmed data pattern." The omitted structural cooperative 
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relationships are: the relationships between a "data pattern" and a "pre-programmed 
data pattern". 

Claim 100 recites, "wherein the set of at least one data pattern includes the plurality of 
component video patterns". The omitted structural cooperative relationships are: the 
relationships between "the set of at least one data pattern" and "the plurality of 
component video patterns". Note the relationship between "the set of at least one data 
pattern" and "the plurality of component video patterns" is indefinite because it is not 
clear which of the at least one data pattern includes the plurality of component video 
patterns and how many of the component video patterns each data pattern includes. 

Claims 50-73, 99 and 100 are rejected under 35 U.S.C. 112, second paragraph, as 
being incomplete for omitting essential elements, such omission amounting to a gap 
between the elements. See MPEP § 2172.01 . Claim 1 , recites, "A method for testing a 
television". The omitted elements are: an connection to the television being tested in 
the preamble and the limitations in claims 50-73, 99 and 100. 

The Examiner asserts that claims 50-73. 99, 100, 104 and 107 are replete with 35 
U.S.C. 112. as pointed out above. The claims need to be reviewed and corrected 
to remove all problems especially those stemming from lack of antecedent basis 
and omission of structural relationships. 
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Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

6. Claims 50-73, 99, 100, 104 and 107 are rejected under 35 U.S.C. 101 because 
the claimed invention is directed to non-statutory subject matter. Claims 50-73, 99, 100, 
104 and 107 recite an algorithm that can be carried out by hand with no tangible 
connection to any hardware necessary for testing a television. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claims 50, 52, 54-64 and 66-73 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Wilensky; Barry F. et al. (US 4513318 A, hereafter referred to as 
Wilensky). 

35 U.S.C. 1 02(b) rejection of claims 50 and 61 . 

Wilensky teaches selecting a data pattern from a set of at least one pre-programmed 
data pattern (col. 9, lines 1 5-1 6 in Wilensky teaches selecting character from a set of at 
least one pre-programmed characters preprogrammed and stored in character memory 
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87 in Figure 4; col. 8, lines 62-65 in Wilensky teaches that each character is a portion of 
a test pattern; hence Wilensky teaches selecting a data pattern from a set of at least 
one pre-programmed character data pattern), wherein each pre-programmed data 
pattern of the set of at least one pre-programmed data pattern includes a plurality of 
portions (col. 9, lines 56-60 teach each character is made up of pixels; hence Wilensky 
teaches that each pre-programmed character data pattern of the set of at least one pre- 
programmed character data pattern includes a plurality of pixel portions); creating the 
selected data pattern, wherein creating the selected data pattern includes: for each of 
the plurality of portions of the selected data pattern that is pre-programmed for 
algorithmic pattern generation, performing a pre-programmed algorithm to create the 
portion (Figure 5 of Wilensky is an algorithm for creating a data pattern whereby for 
each of the plurality of character portions of the selected data pattern that is pre- 
programmed for algorithmic pattern generation, performing a pre-programmed algorithm 
to create the portion); and for each of the plurality of portions of the data patterns that is 
stored based on the pre-programming of the selected data pattern, retrieving the portion 
(Figure 5 of Wilensky teaches for each of the plurality of character portions of the data 
patterns that is stored based on the pre-programming of the selected data pattern, 
retrieving the portion form character memory 87 in Figure 4). 



35 U.S.C. 102(b) rejection of claims 52. 
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The shift register in Figure 4 in Wilensky is a state machine; hence Wilensky teaches 
the providing of the data stream is performed utilizing state machine generated data 
(Note: sequential logic such as shift registers are state machines). 

35 U.S.C. 1 02(b) rejection of claims 54-58. 

Character memory 87 in Figure 5 of Wilensky is a look-up table whereby when the data 
pattern is selected, starting the state machine and initiating sample, packet, and look-up 
signals to control Frame buffer memory 83, row and Column counter 89 and Character 
memory look-up table 87; and creating the selected data pattern from at least one of a 
look-up table and the state machine by tracking a location in a data sequence of the 
selected test pattern and transitioning between states according to the pre-programming 
(col. 5, lines 1-16, Wilensky). 

35 U.S.C. 102(b) rejection of claims 59 and 60. 

The shift register in Figure 4 in Wilensky selects data patterns. 

35 U.S.C. 102(b) rejection of claims 61-64, 67 and 70-73. 

Claim 1 in Wilensky teaches that a "high level statement of a pattern" is issued to select 
a test pattern; hence "high level statement of a pattern" is a data selection signal. Col. 
8, lines 57-68 in Wilensky teaches that a test pattern is generated for the video display 
system in response to the high level statement data selection signal. Claim 1 in 
Wilensky teaches that the data stream utilizes algorithmically generated pattern 
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segment data; note: claim 1 explicitly provides an algorithm for constructing new pattern 
segments. Col. 8, lines 57-68 in Wilensky teaches that stored character data is utilized 
to produce the data stream. 

35 U.S.C. 102(b) rejection of claims 66 and 68. 

Col. 9, lines 56-60 teach each character is made up of pixels; hence Wilensky teaches 
that each pre-programmed character data pattern of the set of at least one pre- 
programmed character data pattern includes a plurality of pixel portions. 

35 U.S.C. 102(b) rejection of claims 69. 

Col. 9, lines 23-26 in Wilensky teaches repeating characters. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

8. Claims 51, 53 and 65 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Wilensky; Barry F. et al. (US 4513318 A, hereafter referred to as Wilensky). 

35 U.S.C. 103(a) rejection of claim 51 and 65. 

Wilensky, substantially teaches the claimed invention described in claims 1-3, 6, 9, 10, 
16-18, 21, 24 and 25 (as rejected above). 

However Wilensky, does not explicitly teach the specific use of a checksum generator. 
Jarwala, in an analogous art, teaches the use of checksum generators whereby 
verification is performed by checking if the checksum values match (Col. 7, lines 5-40 in 
Jarwala). Note: in col. 7, lines 37-40, Jarwala teaches that checksum can be used to 
verify the test program's integrity. One of ordinary skill in the art at the time the 
invention was made would have been highly motivated to combine the teaching in the 
Jarwala patent with the teachings in the Wilenski patent to ensure the integrity of the 
test pattern data in the Wilenski patent (col. 7, lines 37-40, Jarwala). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Wilenski with the teachings of Jarwala by including use of 
a checksum generator. This modification would have been obvious to one of ordinary 
skill in the art, at the time the invention was made, because one of ordinary skill in the 
art would have recognized that use of a checksum generator would provide the 
opportunity to ensure the integrity of the test pattern data in the Wilenski patent (col. 7, 
lines 37-40, Jarwala). 
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35 U.S.C. 103(a) rejection of claim 53. 

Wilensky, substantially teaches the claimed invention described in claims 1-3, 6, 9, 10, 
16-18, 21, 24 and 25 (as rejected above). In addition, Figure 5 in Wilenski teaches 
determining if a different data pattern is selected; and if a different data pattern is 
selected: asserting a pattern change signal. 

However Wilensky, does not explicitly teach the specific use of a checksum generator. 
Jarwala, in an analogous art, teaches the use of checksum generators whereby 
verification is performed by checking if the checksum values match (Col. 7, lines 5-40 in 
Jarwala). Note: in col. 7, lines 37-40, Jarwala teaches that checksum can be used to 
verify the test program's integrity. One of ordinary skill in the art at the time the 
invention was made would have been highly motivated to combine the teaching in the 
Jarwala patent with the teachings in the Wilenski patent to ensure the integrity of the 
test pattern data in the Wilenski patent (col. 7, lines 37-40, Jarwala). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Wilenski with the teachings of Jarwala by including use of 
a checksum generator. This modification would have been obvious to one of ordinary 
skill in the art, at the time the invention was made, because one of ordinary skill in the 
art would have recognized that use of a checksum generator would provide the 
opportunity to ensure the integrity of the test pattern data in the Wilenski patent (col. 7, 
lines 37-40, Jarwala). 
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Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph D. Torres whose telephone number is (571) 
272-3829. The examiner can normally be reached on M-F 8-5. 
If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Albert Decady can be reached on (571) 272-3819. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Bysiness 
Center (EBC) at 866-21 7-91 97 (toll-free). / / 

Joseph D<^€rres, PhD / 




